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DETAILED ACTION 

Claims 1-21 are pending in this application filed 8/21/03. 

Claim Rejections - 35 USC § 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 12-21 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 12 and 15 are viewed as indefinite because of the recitations "isoascorbic 
acid derivative" and "tocopherol derivative". It is unclear what derivatives of isoascorbic 
acid and tocopherol are included in the instant claims. Therefore, the term "derivative" 
presents uncertainty with respect to the question of scope of the claims. 

Claims 13, 14 and 16-21 are rejected as being indefinite because they contain all 
the limitations of Claim 12 rejected for the reasons given above. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1, 2 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yarosh (US 6,103,746). 
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Yarosh teaches compositions, including topical compositions, for protecting 
mitochondria from oxidative damage, comprising L-ergothioneine and ascorbic acid. See 
Abstract; col. 3, lines 7-19; col. 4, lines 17-25; col. 5, lines 4-25. 

Thus, Yarosh teaches each and every limitation of Claims 1, 2 and 4. 

5. Claims 1, 2 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Mohammadi (US 6,039,935). 

Mohammadi teaches cosmetic sunscreen compositions containing ergothioneine 
^combination with tocopherol acetate and retinyl palmitate. See Examples in Table II. 
Thus, Mohammadi teaches each and every limitation of Claims 1, 2 and 5. 
Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 3, 8-12 and 14-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over either Yanagida et al. (US 5,484,816) or Stahl et al. (US 6,468,552) 
in view of Kim et al. (KR 2001070531 A, Abstract 1 ). 

a. Yanagida et al. in view of Abstract of KR 2001070531 A. 



1 translation of this document is not currently available, but will be made of record when received by the 
Examiner. 
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Yanagida et al. teach external skin preparations comprising vitamin A (retinol), 
tocopherol, ascorbic acid and/or isoascorbic acid or a salt thereof. See col. 27-28, 
Examples 7-5, 7-7, 7-8 and 7-9. Yanagida et al. do not teach Phellinus Linteus extract 
of the instant claims. However, Kim et al. teach using Phellinus Linteus extract as an 
anti-oxidant for skin aging prevention and other beneficial skin effects. Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the cosmetic compositions of Yanagida et al. such that to 
employ Phellinus Linteus extract. One having ordinary skill in the art would have been 
motivated to do this to obtain an additional anti-oxidant/anti-skin aging effect as 
suggested by Kim et al. The determination of optimal or workable concentration of 
Phellinus Linteus extract by routine experimentation is obvious absent showing of 
criticality of the claimed concentration. One having ordinary skill in the art would have 
been motivated to do this to obtain the desired anti-oxidant/anti-aging properties of the 
composition. 

b. Stahl et al. in view of Abstract of KR 2001070531 A. 

Stahl et al. teach cosmetic compositions for treating skin disorders such as 
hyperpig mentation, age spots, wrinkles, fine lines and other visible signs of skin aging, 
comprising (a) an oxygen labile active agent such as retinol, ascorbic acid, tocotrienol, 
hydroquinone, ubiquinone and dihydrolipoic acid, in an amount of 0.001-20%; (b) 0.05- 
0.5% of erythrobic acid (isoascorbic acid) or a salt or ester thereof, (c) 0.001-1% of a 
tocopherol derivative, and other cosmetic agents. See Abstract; col. 1, lines 66-67; col. 
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2, lines 1-46; col. 4, lines 51-54; Examples. Stahl et al. do not teach Phellinus Linteus 
extract of the instant claims. However, Kim et al. teach using Phellinus Linteus extract 
as an anti-oxidant for skin aging prevention and other beneficial skin effects, such as 
improving skin color, freckles and liver spots by prevention of skin pigmentation or color 
deposition. Therefore, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the cosmetic compositions of Stahl et al. 
such that to employ Phellinus Linteus extract. One having ordinary skill in the art would 
have been motivated to do this to obtain skin-whitening and anti-skin aging effects as 
suggested by Kim et al. The determination of optimal or workable concentration of 
Phellinus Linteus extract by routine experimentation is obvious absent showing of 
criticality of the claimed concentration. One having ordinary skill in the art would have 
been motivated to do this to obtain the desired skin-whitening and anti-skin aging 
properties of the composition. 

8. Claims 1, 2, 4-7, 12, 13 and 15-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over either Yanagida et al. (US 5,484,816) or Stahl et al. (US 6,468,552) 
in view of either Yarosh (US 6,103,746) or Catroux et al. (WO 01/87260 as translated 
by US 2004/0047823). 

Yanagida et al. or Stahl et al. applied as above. Neither reference teaches 
ergothioneine of the instant claims. However, Yarosh teaches using L-ergothioneine in 
topical compositions for protecting mitochondria from oxidative damage due to 
exposure to sunlight and environmental toxins as discussed above. Similarly, Catroux et 
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al. teach using ergothioneine as anti-pollution agent that protects the skin and keratin 
materials from deleterious effects of oxidizing agents, including UV radiation and ozone. 
See [0001]-[0019]; Examples. Therefore, it would have been obvious to one having 
ordinary skill in.the art at the time the invention was made to modify the cosmetic 
compositions of either Yanagida et al. or Stahl et al. such that to employ ergothioneine. 
One having ordinary skill in the art would have been motivated to do this to obtain anti- 
oxidant skin-protective effect as suggested by either Yarosh or Catroux et al. 

Therefore, the invention as a whole would have been prima facie obvious to one 
of ordinary skill in the art at the time the invention was made. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 5,438,151; US 5,652,263; US 5,728,373; US 6,080,393; US 
6,235,721; US 6,416,768; US 6,544,532; US 6,759,049; US 6,805,866; US 6,809,084; 
US 2002/0110604; US 2004/0029955; KR 2001084853 A (Abstract); JP 2002235084 A 
(Abstract); KR 2002084619 A (Abstract); Akanmu et al. "The Antioxidant Action of 
Ergothioneine", Archives of Biochemistry and Biophysics, Vol. 288, No. 1, July 1991, pp. 
10-16. 

10. No claim is allowed at this time. 
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. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marina Lamm whose telephone number is (571) 272- 
0618. The examiner can normally be reached on Mon-Fri from 11am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Kunz, can be reached at (571) 272-0887. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 





